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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1 . Claims 1-26 are rejected under 35 U.S.C. 103(a) as being unpatentable over Treka et al 
(U.S. 6,453,345) and further in view of Kuzma (U.S. 5,771,355). 

As per claims 1,7,10,20,22 Treka disclosed a method for tracking the transmission of a digital 
file over the Internet comprising the steps of: receiving packets constituting segments of the file 
in transit over the Internet (col. 2, lines 22-34); and sending the received packets unaltered to a 
next Internet leg in the transmission path of the file (col. 9, lines 60-67 & col. 10, lines 1-9). 

However Treka did not disclose in detail, "examining file headers in said packets to determine 
the presence of specific identifying indicia therein". 



In the same field of endeavor Kuzma disclosed, as will be understood, attachment reference is 
either a logical pointer or logical path that indicates either where the attachment, or copy of it 
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resides. As will further be appreciated by those skilled in the art. A URL is a logical path used in 
the www HTTP. (col. 6, lines 25-28). 

It would have been obvious to one having ordinary skill in the art at the time of the invention 
was made to have incorporated as will be understood, attachment reference is either a logical 
pointer or logical path that indicates either where the attachment, or copy of it resides. As will 
further be appreciated by those skilled in the art. A URL is a logical path used in the www HTTP 
as taught by Kuzma in the method of Treka reduce the costly needed resources in the network 
and reduce congestion. 

3. As per claim 2 Treka-Kuzma disclosed including the additional step of recording the 
Internet Protocol header destination address for the file (Treka, col. 3, lines 40-48). 

4. As per claims 3,4 Treka-Kuzma disclosed including the additional step of transmitting 
said identifying indicia and said source Internet address to a proprietor of the file (Kuzma, col. 6, 
lines 25-28). 

5. As per claims 5,8,21 Treka-Kuzma disclosed wherein said examining step further 
includes: searching said file headers for TCP headers containing port numbers indicative of an 
email message; searching each of said packets (Treka, col. 14, lines 62-67), in which port 
numbers indicative of email messages were found, for an attachment; and when said attachment 
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is found, locating the source Internet address in an IP header for the file containing the 
attachment (Treka, col. 15, lines 1-4). 

6. As per claims 6,9,13,26 Treka-Kuzma disclosed wherein said identifying indicia 
comprises a user defined character sequence selected from the group consisting of: an extension 
to an existing file format, prepended to the file; a sequence of bits embedded in the file; and an 
absence of code in a predefined area within the file (Kuzma, col. 5, lines 29-48). 

7. As per claim 1 1 this claim differ from the claim 1 in that recording step, e.g. claim 1 
recites "recording the Internet Protocol header source address" and claim 1 1 recites the same 
thing with different wording therefore, it is rejected accordingly. 

8. As per claim 12 Treka-Kuzma disclosed wherein said examining step further includes: 
searching said file headers for TCP headers containing port numbers indicative of email 
messages (Kuzma, col. 12, lines 34-49); searching each of said packets, in which port numbers 
indicative of email messages were found, for a MIME header indicative of an attachment 
(Kuzma, col. 12, lines 50-64); and when said MIME header indicative of an attachment is found: 
searching a header directly prepended to the file to find said identifying indicia therein, when 
said MIME header is indicative of an attachment containing a type of said file sought; and 
locating the source Internet address in an IP header for the file containing the attachment, when 
said identifying indicia is found (Kuzma, col. 6, lines 25-28). 



Application/Control Number: 09/474,3 1 7 Page 5 

Art Unit: 2145 

9. As per claim 14 Treka-Kuzma disclosed substantially the invention including a method 
for tracking the transmission of a digital file over the Internet comprising the steps of: placing 
identifying indicia in said digital file; using a data communications monitoring device to capture 
packets of information being transmitted via the Internet without the alteration of the captured 
packets (Treka, col. 14, lines 37-49); examining certain ones of said packets to determine the 
presence of said identifying indicia in said file (Kuzma, col. 6, lines 25-28); and recording the 
source and destination Internet addresses for each of the packets containing said identifying 
indicia, and the identity of the file associated therewith (Kuzma, col. 6, lines 25-28). 

10. As per claim 15 Treka-Kuzma disclosed wherein said identifying indicia is prepended to 
said header (Kuzma, col. 6, lines 25-28). 

11. As per claim 16 Treka-Kuzma disclosed wherein said identifying indicia is embedded in 
said file (Kuzma, col. 6, lines 25-28). 

12. As per claim 17 Treka-Kuzma disclosed the invention substantially including a method 
for tracking the transmission of a digital file over the Internet comprising the steps of: receiving 
packets constituting segments of the file in transit over the Internet; searching said packets for 

» 

TCP headers containing port numbers indicative of email messages (Kuzma, col. 12, lines 34- 
49); searching each of said packets, in which said port numbers indicative of email messages 
were found, for a MIME header indicative of an attachment; and when said MIME header 
indicative of an attachment is found (Kuzma, col. 6, lines 25-28): searching a header directly 
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prepended to the file to locate said identifying indicia therein, when said MIME header is 
indicative of an attachment containing a type of said file sought; locating the source Internet 
address in an IP header for the file containing the attachment containing the type of said file 
sought, when said identifying indicia is located; and recording, for each of the packets containing 
said identifying indicia, the source Internet address for the file (Kuzma, col. 12, lines 50-64); and 
sending the received packets unaltered to a next internet leg in the transmission path of the file 
(Treka, col. 14, lines 37-49). 

13. As per claims 18,19 Treka-Kuzma disclosed including the additional step of transferring 
said identifying indicia and said source Internet address to a proprietor of the file (Treka, col. 14, 
lines 37-49). 

14. As per claim 23 Treka-Kuzma disclosed wherein said identifying indicia is located in a 
header having a field indicating that the frame size thereof is zero bytes in length (Kuzma, col. 6, 
lines 25-28). 

15. As per claims 24,25 Treka-Kuzma disclosed wherein said identifying indicia is located 
in a header having a frame size field indicating that there is no information field appended to the 
frame size field (Kuzma, col. 6, lines 25-28). 
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Response to Arguments 

16. Applicant's arguments filed 05/29/2007 have been fully considered but they are not 
persuasive. Response to applicant's argument is as follows. 

A. Applicant argued that there is no suggestion or motivation, either in the references 
themselves or in the knowledge generally available to one of the ordinary skill in the art, to 
combine the cited references. The combination is improper because neither reference suggests a 
modification of nor an improvement to what is described in the other reference. 

In response to applicant's argument that there is no suggestion to combine the references, the 
examiner recognizes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 
USPQ2d 1596 (Fed. Cir. 1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 
In this case, taught by Kuzma in the method of Treka reduce the costly needed resources in the 
network and reduce congestion. 

B. Applicant argued that prior art did not disclose, "examining file headers in the packets to 
determine the presence of specific identifying indicia". 
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As to applicant's argument Kuzma disclosed, "as will be understood, attachment reference is 
either a logical pointer or logical path that indicates either where the attachment, or copy of it 
resides. As will further be appreciated by those skilled in the art. A URL is a logical path used in 
the www HTTP. (col. 6, lines 25-28)". Applicant's attorney interpreting the claims too narrow. 



Conclusion 

17. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 

however, will the statutory period for reply expire later than SIX MONTHS from the mailing 

f 

date of this final action. 
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18. Any inquiry concerning this communication or earlier communication from the examiner 
should be directed to Adnan Mirza whose telephone number is (571)-272-3885. 

19. The examiner can normally be reached on Monday to Friday during normal business 
hours. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jason Cardone can be reached on (571)-272-3933. The fax for this group is (703)- 
746-7239. The fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

20. Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for un published 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov . Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at (866)-2 1 7-9 1 97 (toll-free). 
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Examiner 
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